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REMARKS 

Applicants, by the amendments presented above, have made a concerted effort to present 
claims which more clearly define over the prior art of record, and thus to place this case in 
condition for allowance. Currently, claims 1-4 and 6-14 are pending. Claim 5 was canceled 
5 without prejudice and the limitations incorporated into claim 1 . 

37CF.IL §IJOS Requirement for Information 
In the first section of the Office Action, the Examiner makes a request under 37 C .F.R. 
§1.105 for information. The Examiner lists a large number of patents and patent applications and 

1 0 indicated that these are "possible related co-pending applications and patents". 

Applicants have reviewed the list provided by the Examiner, as well as other 
patents/patent application owned by the assignee herein and has made a good faith effort to 
identify any possible conflicting patents/applications. Applicants submit that there are no "same 
type" double patenting issues under 35 U.S.C. §101. 

1 5 Applicants draw the Examiner's attention to the following patents/patent applications 

which may present double patenting issues: United States Patent No. 6,832,610 and United 
States patent application Serial No. 10/487,518* Applicants have concurrently filed Terminal 
Disclaimers for same. In addition, Applicants advise the Examiner of United States patent 
application Serial Nos. 10/268,869 (now abandoned, a copy of the express abandonment of same 

20 which was filed today is enclosed), 10/267,279 (abandoned) and 10/297,951 (abandoned). No 
Terminal Disclaimers have been filed for these applications as they have been abandoned by the 
assignee. 

5 
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Applicants have also concurrently filed Terminal Disclaimers for United States Patent 
Nos. 6,951,218 (co-pending Serial No. 10/395,446 discussed by the Examiner) and 6,789,541 in 
order to expedite prosecution. Applicants do not agree with the Examiner that the current 
application is an obvious variation over United States Patent No. 6,95 1,218. The claims in the 
5 '218 patent relate to a patient interface with a cushion that has a flexible sealing lip and resilient 
sealing pad, and therefore, do not overlap with the current application and do not present a 
double patenting issue. Additionally, Applicants disagree that the claims in United States Patent 
No. 6 J89>541 overlap with those of the current application. The claims of the fc 541 patent relate 
to a patient interface with a sliding connection between the headgear and the patient interface* 

1 o Applicants note that the Examiner indicated that there is a two month extension of time 

for responding to this requirement for information, but the cover sheet of the Office Action 
indicated that there is a three month period for response. To ensure that this is timely submitted, 
Applicants have concurrently submitted a One-Month Extension of time to extend the date for 
response to the Requirement for Information to June 29, 2006. 

15 

Claim Rejections - 35 UJS.C. §112, first paragraph 
Claims 1-7 were rejected under 35 U.S.C. §112, first paragraph, as allegedly failing to 
comply with the written description requirement. Applicants have amended claim 1 to remove 
the limitation of "thereby allowing a substantially unrestricted view for a user's eyes". 

2 0 Applicants submit that the remaining portion of the limitation, "a width of the bridge member at 

a region where the forehead rest is mounted is substantially no greater than any other region of 
the bridge member", are based on the disclosure on page 5, lines 31-32, which specifies the 

6 



PAGE 9/18* RCVD AT 6/29120064:58:05 PM [Eastern Daylight Time]* SVR:USPTO€FXRM/20 " DNIS:2738300 * CSID:3127048023 ' DURATION (mm-ss):06-10 



BEST AVAILABLE COPY 

• * 

Fax sent by : 3127048B23 TREXLER « ETAL. 86-29-86 16:88 Pg: 18/18 

requirements to have the forehead rest 500 as narrow as possible to minimize the profile and 
frontal appearance of the mask 501 . It is submitted that a person of ordinary skill in the art 
looking at Figures 7 and 8 would clearly discern that the bridge member 532 is narrow with 
respect to the rest of the mask, and furthermore, it is clearly evident that the bridge member 532 
5 has parallel sides. Similarly, in consideration of the front view of Figure 8, the bridge member 
and forehead rest is small and streamlined with respect to each other. This is pointed out on page 
6, lines 9-12 as being one particular advantage of the present invention over prior art systems. 

Therefore, Applicants submit that the scope of the claims have been limited to specific 
detail of the bridge member and forehead rest disclosed in the application as originally filed, and 

10 that claims 1 -7 are merely restrictive, rather than negative limitations. Reconsideration and 
withdrawal of the rejection is requested. 

Claims 8-14 were rejected under 35 ILS.C. § 1 12, first paragraph, as allegedly failing to 
comply with the written description requirement Claim 8 has been amended to specify <c the 
attachment points are positioned on the bridge member and extend outward and away from the 

1 5 region where the forehead rest is mounted". Claim 9 has been amended to specify "said 

attachment points lying in an approximately mid sagittal plane and positioned on the bridge 
member extending outward and away from a region where the forehead rest is mounted". 
Applicants submit that claim 8 and 9 now conform to the disclosure at page 6, lines 6-7. The 
remaining claims are dependent on claim 9. Reconsideration and withdrawal of the rejection is 

20 requested. 
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Claim Rejections - 55 K&G #IW 
Claims 1-14 were rejected under 35 U.S*C. § 1 03 as allegedly being anticipated by United 
States Patent No. 6,532,961 to Kwok. Reconsideration and withdrawal of this rejection is 
requested. 

5 Claim 5 has been incorporated into claim I (and claim 5 has been subsequently canceled). 

Amended independent claim 1 specifies "said bridge member including attachment points for 
headgear, said attachment points lying in an approximately mid sagittal plane". Likewise, 
independent claim 9 specifies "attachment points for headgear, said attachment points lying in an 
approximately mid sagittal plane". 

1 0 Kwok does not disclose or suggest the placement of the attachment means lying in 

approximately the mid sagittal plane. Kwok discloses the placement of the attachment means at 
the outermost ends of the forehead rest 25 which are displaced a distance from the mid sagittal 
plane, and as such, spreading the pressure applied to the forehead rest over a larger surface area. 
Similarly, in relation to claim 8, Kwok does not disclose the placement of the attachment 

1 5 means on the bridge member extending away from th region where the forehead rest is mounted. 
As discussed above, the attachment means are attached to the distal ends of the forehead rest, and 
as such, displaced from the bridge member. 

Therefore, Applicants submit that the claims are allowable over Kwok. Reconsideration 
and allowance is requested 



8 
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In vieW of the above Amendments and Remarks, Applicant respectfully submits that the 
claims of the application are allowable over the rejections of the Examiner. Should the Examiner 
have any questions regarding this Amendment, the Examiner is invited to contact one of the 
undersigned attorneys at (312) 704-1890. 



Respectfully submitted, 
Dated:. 26* * Bv: 





. /L S <J$& ** By: fiCfij4*y QL /i^^g^^r^ " £ 

RajRW A. Blackstone, Jr., Reg. No. 25,156 
V Linda L. Palomar, Reg. No. 37,903 / 



TREXLER, BUSHNELL, GIANGIORGI, 
BLACKSTONE & MARR, LTD. 
x 5 105 W. Adams Street, 36th Floor 



Chicago, Illinois 60603 



985970 
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Application rsiumber 


10/268/869 > 


EXPRESS ABANDONMENT UNDER 
37 CFR 1.138 


Filing Date 


October 10, 2002 


First Named Inventor 


Lewis Gradon 


Art Unit 


3743 


Fax directly to the Pre-*3rent Publication Division at (703) 305-6568: or 
mail to: Mall Stop Express Abandonment 
\Commlssioner for Patents, P.O. Box 1450. Alexandria, VA 22313-1450^ 


Examiner Name 


Mital Pat el 


Attorney Docket Number 


1171/40588 J 



Pleas* check only one of boxes 1 or 2 below: . 

(/Mo box *s checked, this paper will be treated $9 a reouesr few express aoertdonmenf as tf box lis checked.) 

Express Abandonment 

l request mat the above-identified application be expressly abandoned as of the filing data of mis paper . 

2. rn Express Abandonment In Favor of a Continuing Application 

I request that the above-identified application be expressly abandoned as of the filing data accorded 
the continuing application filed previously or herewith. 



NOTE- A paper requesting express abandonment of an application is not effective unless and until an appropriate 
USPTO official recognizee and acts on the paper. See the Manual of Patent Examining Procedure (MPEP). secoon 71 1.01. 



TO AVOID PUBLICATION, USE FORM PTO/SB/2AA INSTEAD OF THIS FORM. 

TO REQUEST A REFUND OF SEARCH FEE AND EXCESS CLAIMS FEE OF EUGIBLE), USE FORM 
PTO/SB/24B INSTEAD OF THIS FORM. 



1 am the: 



□ 

□ 
BZf 



applicant. 



assignee of record of the entire Interest. See 37 CFR 3.71 . 
Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96) 

attorney or agent of record. Attorney or agent registration number is 




□ attorney or agent acting under 37 CFR 134, who Is authorized under 37 CFR 1.138(b) because 
the application is expressly abandoned in favor of 

a continuing explication (box 2 above must be checked). Attorney or agent registration number 
is - 



Raiford A. Blackstone/ Jr^ ' 312 ~ 



as, a* 



312-704-1890 



Typed or printed name 



Telephone Number 



Note: Signature of all the inventors or assignees of record of the entire interest or their represented) are required, Submit multiple forms if 
more than one signature is required, see below. 

i 



Ef- 



Total of 



m forms are si 



Thte collection of information » required by 37 CFrfS3fcQn^<b™tfan is required to obtain or retain a benefit by ^J^^^fJ;^^^ 
m , SSftTm ^fcatiorrt (^fkterrtiaJity is QOvenvtd $ALU&/£& and 37 CFR 1.11 and t.n. This ejection Is estimated to take 12 minute* to comptete. 
to pooesa an application), u^noorwwny j» V^^^*^mY^ i*err> Tlma win varv deoendlna uoon the WiviOus case. Any comments on 

ADDRESS, SEND TO: Mall Stop Exofeaa Abandon™.*, CommlaelWor *»r Patanta, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, «// 1-800-PTO-9199 9rt zetact option 2. 
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